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Art Unit: 1755 

Applicants' Preliminary Amendment, filed on December 16, 2004, has been made 
of record and entered. In the amendment, claims 1-17 have been amended to conform 
to current U. S. Patent practice; no claims have been canceled or added. 

Claims 1-17 are pending in this application. 

Priority 

1. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of record in the file. 

Applicants' Priority Document was filed on December 16, 2004. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-15 are rejected under 35 U.S.C. 102(b) as being anticipated by European 
Patent No. 1 092 758 (Applicants' submitted art). 

The European Patent teaches a curable composition comprising a hydrophobic 
silica and a hydrophilic silica, wherein the hydrophilic silica exhibits a primary particle 
diameter of 10 to 30 m\x (millimicrons, also known as nanometers), and a specific 
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surface area preferably ranging from about 50 to 800 m 2 /g. See paragraphs [0015] and 
[0074] of the European Patent. 

The hydrophobic silica exhibits a primary particle diameter ranging from 5 to 50 
mp (nm). See paragraph [0076] of the European Patent. 

The above disclosures are considered to read upon claims 1, 2, and 6-8. 

In the curable composition, when both a hydrophilic silica and a hydrophobic 
silica are present therein, the silicas are present in hydrophobic silica/ hydrophobic 
silica weight ratios ranging from 1/99 to 99/1. See paragraph [0080] of the European 
Patent (considered to read upon claims 3-5). 

The curable composition is suitable for use as a coating material, especially a 
paint. Further, application of the curable composition results in the formation of a 
desirable coating film (i.e., excellent in properties such as film strength, film hardness, 
surface smoothness, antifouling), when applied to surfaces such as an electrical part, a N 
ship shell plate, an underwater structure, etc. See paragraphs [0011]-[0012] of the 
European Patent (this disclosure is considered to read upon claims 15-17). 

The silicas are present in the curable composition in amounts ranging from 1 to 
100 parts by weight (pbw), based on an organopolysiloxane component. See paragraph 
[0078] of the European Patent. While this disclosure makes reference to either silica, the 
reference discloses a composition containing both silicas (paragraph [0015], as discussed 
above); from these teachings, one skilled in the art would deduce that a composition 
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containing both a hydrophobic silica and a hydrophilic silica would do so in, at the very 
least, equal amounts (i.e., 50 pbw of each silica). 

This disclosure is considered to read upon claims 11-13. 

The curable composition is produced by heating the organopolysiloxane 
component together with the silicas, along with agitation and mixing of these 
components. See paragraphs [0103]-[0105] of the European Patent (considered to read 
upon claim 14). 

With respect to claims 9 and 10, the European Patent at paragraphs [0074]-[0076] 
discuss exemplary hydrophilic silicas, such as wet process silica and dry process silica, 
as well as the obtention of hydrophobic silica via treatment of the hydrophilic silica 
(considered to read upon the limitation ''surface modification"). Further, both 
hydrophobic silicas and hydrophilic silicas are known in the art as pyrogenic silicas, as 
exemplified by U. S. Patent No. 3,580,519 (col. 1, lines 74 to col. 2, line 4, and col. 2, lines 
31-34), which is relied upon only to provide technological background. 

In view of these teachings, the European Patent anticipates claims 1-17. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia L. Hailey whose telephone number is (571) 272- 
1369. The examiner can normally be reached on Mondays-Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached on (571) 272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group 1700 Receptionist, whose telephone 
number is (571) 272-1700. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Patricia L. Hailey/ plh 
Examiner, Art Unit 1755 
March 20, 2006 



